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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on June 18, 2009 has been entered. 

2. This Non-Final Office Action is in response to Applicant's request for continued 
examination filed on June 18, 2009. Claims 1, 5 and 9 have been amended. Currently claims 1-9 
are pending in this application. 

Response to Arguments 

3. Applicant's arguments with respect to claims 1-9 have been considered but are moot in 
view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

4. Claims 1-9 are rejected under 35 U.S.C. 101 as being directed towards non-statutory 
subject matter based on Supreme Court precedent, and recent Federal Circuit decisions, In re 
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Bilski U.S. Court of Appeals Federal Circuit 88 USPQ2d 1385. The machine-or-transformation 
test is a two-branched inquiry; an applicant may show that a process claim satisfies § 101 either 
by showing that his claim is tied to a particular machine, or by showing that his claim transforms 
an article. See Benson, 409 U.S. at 70. Certain considerations are applicable to analysis under 
either branch. First, as illustrated by Benson and discussed below, the use of a specific machine 
or transformation of an article must impose meaningful limits on the claim's scope to impart 
patent-eligibility. See Benson, 409 U.S. at 71-72. Second, the involvement of the machine or 
transformation in the claimed process must not merely be insignificant extra-solution activity. 
See Flook, 437 U.S. at 590. 

5. The methods recited in claims 1-9 are neither tied to a machine nor do they transform the 
underlying subject matter to a different state or thing. See Diamond v. Diehr, 450 U.S. 175, 184 
(1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); and Gottschalk v. Benson, 409 U.S. 63, 
71 (1972). 

6. A method/process claim that fails to meet one of the above requirements is not in 
compliance with the statutory requirements of 35 U.S.C. 101 for patent eligible subject matter. 
Here claims 1-9 fail to meet the above requirements because they are not tied to a particular 
machine nor do they transform the underlying subject matter to a different state or thing. Since 
the Applicant's method steps fail both prongs of the new Federal Circuit decision, claims 1-9 are 
non-statutory. 

7. When amending claims 1-9, Applicant is reminded that nominal recitations of structure in 
an otherwise ineligible method fail to make the method a statutory process. See Benson, 409 
U.S. at 71-72. As Comiskey recognized, "the mere use of the machine to collect data necessary 
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for application of the mental process may not make the claim patentable subject matter." 
Comiskey, 499 F.3d at 1380 (citing In re Grams, 888 F.2d 835, 839-40 (Fed. Cir.1989)). 
Incidental physical limitations, such as data gathering, field of use limitations, and post-solution 
activity are not enough to convert an abstract idea into a statutory process. In other words, 
nominal or token recitations of structure in a method claim do not convert an otherwise ineligible 
claim into an eligible one. The Examiner respectfully suggests incorporating claim language that 
clearly recites the structure necessary for performing the Applicant's claimed method without 
adding new matter to the claims. For example, terms like processor, memory etc. could be 
explicitly tied to the method steps, so long as such terms are supported by the specification, to 
better help the claims comply with the statute. In the case of claim 1 for example a method 
comprising electronically receiving, generating, communicating [....] by a processor etc. 



Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

10. Claims 1-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kagami 
(US 20020019755 Al) in view of Waytena et al. (US 5978770 A) - hereinafter Waytena, and 
further in view of Examiner's Official Notice . 

Regarding claims 1 and 5, Kagami discloses a computer-implemented automated interactive 
method for matching an open appointment to a client, comprising: 

• electronically generating a client list of the at least one client requesting a different 
appointment from an already scheduled appointment (see paragraph 25 wherein at least 
one customer is electronically identified to require a different scheduled appointment and 
paragraph 32 wherein customers enter an identification number after which the system 
searches its records for stylists who that customer has patronized before based on the 
identification number. The system therefore keeps records of previous appointments that 
the customer has scheduled, with specific stylists, and uses this information to present the 
customer with a list of available appointment times, with one of said stylists, that differ 
from the previously scheduled appointments in the system's records.); 

• electronically generating an appointment list of at least one open appointment time slot 
(see paragraph 25 wherein a list of available appointments is generated for customers 
with conflicting appointments); 

• correlating said client list to said appointment list to generate a contact list, said contact 
list containing at least one appointment option based on said at least one client and said at 
least one open appointment time slot (see paragraph 25 wherein at least one open 
appointment option is identified by correlating the schedules of the client and the stylist); 
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• electronically communicating said at least one appointment option to said at least one 
client, said at least one appointment option having a time of availability different than 
said scheduled appointment (see paragraph 25 wherein an appointment option with a 
different time availability is communicated to the client); and 

• electronically selecting said at least one appointment option by said at least one client to 
fill said at least one open appointment time slot (see paragraph 39 wherein the system 
electronically fills the open slot with the client's appointment and sends a confirmation 
message). 

Kagami does not explicitly teach in exact words that the method includes: electronically 
receiving at least one request for at least one client to change an already scheduled but not yet 
fulfilled appointment for the at least one client, or that the client list accordingly includes clients 
requesting a different appointment from an already scheduled but not yet fulfilled appointment. 

The Applicant admits in paragraph [0006] of the specification that it was well known at 
the time of the invention that, "it is often necessary that an individual scheduled for an 
appointment with an office be required to cancel an appointment or reschedule the appointment 
to a different time." This statement suggests that the Applicant, and further one of ordinary skill 
in the art, was aware at the time of the invention of at least the need to allow an individual 
scheduled for an appointment with an office to cancel the appointment or reschedule the 
appointment to a different time. Furthermore, the Examiner hereby takes official notice that both 
manual and electronic methods of addressing this need were well known, to those of ordinary 
skill in the art, at the time of the invention. For example if a client needed to reschedule an 
already scheduled but not yet fulfilled doctor's appointment, it was well known for him/her to 
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call/contact the doctor's office in some way to try to reschedule the appointment. Additionally, 
US Patent No. 528953 1 discloses an electronic re-scheduler for promptly and efficiently 
rescheduling appointments, wherein a client requests an appointment change by indicating 
availability and the system responds by presenting a plurality of re-scheduling options (see 
Abstract). For at least the aforementioned reasons it is the Examiner's position that the missing 
limitations of Kagami were well known to those of ordinary skill in the art at the time of the 
invention, as evidenced by US Patent No. 5289531. 

In KSR, the Supreme Court particularly emphasized "the need for caution in granting a 
patent based on the combination of elements found in the prior art," and discussed circumstances 
in which a patent might be determined to be obvious. Importantly, the Supreme Court reaffirmed 
principles based on its precedent that "[t]he combination of familiar elements according to 
known methods is likely to be obvious when it does no more than yield predictable results." In 
this case the combination of the appointment scheduling method disclosed by Kagami and the 
well known method of facilitating a client's request to cancel or change an already scheduled but 
not yet fulfilled appointment, for example as disclosed by US Patent No. 5289531 would yield a 
predictable result. Specifically the result of combining the aforementioned known elements 
would be a method of scheduling an appointment that allowed clients to electronically schedule 
appointments using client lists in the manner disclosed by Kagami, but also allowed clients to 
reschedule or cancel an already scheduled but not yet fulfilled appointment according to well 
known techniques, including those explicitly disclosed by Kagami and US Patent No. 528953 1 . 
It would have been obvious to one of ordinary skill in the art to modify the method disclosed by 
Kagami to further include the functionality allowing clients to cancel or reschedule appointments 
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that are already scheduled but not yet fulfilled, because the claimed invention is merely a 
combination of old elements, and in the combination each element merely would have performed 
the same function as it did separately. Furthermore one of ordinary skill in the art would have 
recognized that the results of the combination were predictable, therefore the combination has 
been deemed obvious. 

Regarding claims 3 and 7, Kagami discloses a computer-implemented automated 
interactive method for matching an open appointment to a client wherein said electronic 
communication of said at least one appointment option to said at least one client is by telephone 
(see paragraph 17 wherein the disclosed system utilizes a telephone to facilitate electronic 
communication). 

Regarding claims 4 and 8, Kagami discloses a computer-implemented automated 
interactive method for matching an open appointment to a client wherein said electronic 
communication of said at least one appointment option to said at least one client is by electronic 
mail (see claims 12 and 13 wherein appointment information is exchanged via e-mail). 

1 1 . Claims 2, 6 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kagami 
(US 20020019755 Al) in view of Examiner's Official Notice and further in view of 
Waytena et al. (US 5978770 A) - hereinafter Waytena. 

Regarding claims 2 and 6, Kagami discloses a computer-implemented automated 
interactive method for matching an open appointment to a client but fails to teach the method 
further comprising: removing said selected at least one appointment option from said contact list; 
canceling said scheduled appointment of said at least one client; and placing said cancelled 
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appointment in said appointment list. However, it was well known to one of ordinary skill in the 
art at the time of the invention to remove said selected at least one appointment option from said 
contact list, and official notice is hereby taken to that effect. It is well known for working 
scheduling systems to have some method of tracking the appointments that it has already booked 
to avoid double booking clients. Usually as soon as an empty slot is filled it is removed from the 
list of available appointments so that it cannot be issued to a second client; this constitutes the 
type of basic functionality that can be found in almost any effective scheduling program. 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention, to modify the method of Kagami to include the limitation of removing said selected at 
least one appointment option from said contact list, in order to keep the database of available 
appointments as current as possible, which in turn would minimize the occurrence of double- 
bookings and increase the efficiency of the system in general. 

With respect to the remaining two limitations of claim 2, Waytena et al. does disclose a 
method further comprising: 

• canceling said scheduled appointment of said at least one client (see paragraphs 16-17 
wherein patrons are able to cancel their reservations); and 

• placing said canceled appointment in said appointment list (see paragraph 16 wherein 
canceled appointments are released back into the appointment list). 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention, to further modify the method of Kagami to include that of Waytena et al. in order to 
keep the database of available appointments as current as possible. This would increase the 
efficiency of the scheduler by allowing it to fill recently cancelled, empty appointments as soon 
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as they become available, predictably resulting in a far more dynamic and useful embodiment of 
the invention, since such modifications could have been performed readily and easily by any 
person of ordinary skill in the art, with neither undue experimentation, nor risk of unexpected 
results. 

Regarding claim 9, Kagami discloses a computer-implemented automated interactive 
method for matching an open appointment to a client, comprising: 

• electronically generating a client list of at least one client having a scheduled 
appointment, said at least one client requiring a different appointment than said scheduled 
appointment (see paragraph 25 wherein at least one customer is electronically identified 
to require a different scheduled appointment); 

• electronically generating an appointment list of at least one open appointment time slot 
(see paragraph 25 wherein a list of available appointments is generated for customers 
with conflicting appointments); 

• correlating said client list to said appointment list to generate a contact list, said contact 
list containing at least one appointment option based on said at least one client and said at 
least one open appointment time slot (see paragraph 25 wherein at least one open 
appointment option is identified by correlating the schedules of the client and the stylist); 

• electronically communicating said at least one appointment option to said at least one 
client, said at least one appointment option having a time of availability different than 
said scheduled appointment (see paragraph 25 wherein an appointment option with a 
different time availability is communicated to the client); 
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• electronically selecting said at least one appointment option by said at least one client to 
fill said at least one open appointment time slot (see paragraph 39 wherein the system 
electronically fills the open slot with the client's appointment and sends a confirmation 
message); 

• wherein a rejected appointment option is electronically communicated to a second client, 
and wherein a cancelled appointment is electronically communicated to said second 
client (see paragraph 27 wherein appointments are waitlisted and secondary clients are 
contacted when an appointment is canceled or rejected); 

Kagami does not explicitly teach in exact words that the method includes: electronically 
receiving at least one request for at least one client to change an already scheduled but not yet 
fulfilled appointment for the at least one client, or that the client list accordingly includes clients 
requesting a different appointment from an already scheduled but not yet fulfilled appointment. 

The Applicant admits in paragraph [0006] of the specification that it was well known at 
the time of the invention that, "it is often necessary that an individual scheduled for an 
appointment with an office be required to cancel an appointment or reschedule the appointment 
to a different time." This statement suggests that the Applicant, and further one of ordinary skill 
in the art, was aware at the time of the invention of at least the need to allow an individual 
scheduled for an appointment with an office to cancel the appointment or reschedule the 
appointment to a different time. Furthermore, the Examiner hereby takes official notice that both 
manual and electronic methods of addressing this need were well known, to those of ordinary 
skill in the art, at the time of the invention. For example if a client needed to reschedule an 
already scheduled but not yet fulfilled doctor's appointment, it was well known for him/her to 
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call/contact the doctor's office in some way to try to reschedule the appointment. Additionally, 
US Patent No. 528953 1 discloses an electronic re-scheduler for promptly and efficiently 
rescheduling appointments, wherein a client requests an appointment change by indicating 
availability and the system responds by presenting a plurality of re-scheduling options (see 
Abstract). For at least the aforementioned reasons it is the Examiner's position that the missing 
limitations of Kagami were well known to those of ordinary skill in the art at the time of the 
invention, as evidenced by US Patent No. 5289531. 

In KSR, the Supreme Court particularly emphasized "the need for caution in granting a 
patent based on the combination of elements found in the prior art," and discussed circumstances 
in which a patent might be determined to be obvious. Importantly, the Supreme Court reaffirmed 
principles based on its precedent that "[t]he combination of familiar elements according to 
known methods is likely to be obvious when it does no more than yield predictable results." In 
this case the combination of the appointment scheduling method disclosed by Kagami and the 
well known method of facilitating a client's request to cancel or change an already scheduled but 
not yet fulfilled appointment, for example as disclosed by US Patent No. 5289531 would yield a 
predictable result. Specifically the result of combining the aforementioned known elements 
would be a method of scheduling an appointment that allowed clients to electronically schedule 
appointments using client lists in the manner disclosed by Kagami, but also allowed clients to 
reschedule or cancel an already scheduled but not yet fulfilled appointment according to well 
known techniques, including those explicitly disclosed by Kagami and US Patent No. 528953 1 . 
It would have been obvious to one of ordinary skill in the art to modify the method disclosed by 
Kagami to further include the functionality allowing clients to cancel or reschedule appointments 
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that are already scheduled but not yet fulfilled, because the claimed invention is merely a 
combination of old elements, and in the combination each element merely would have performed 
the same function as it did separately. Furthermore one of ordinary skill in the art would have 
recognized that the results of the combination were predictable, therefore the combination has 
been deemed obvious. 

Kagami additionally fails to explicitly teach the method comprising: removing said 
selected at least one appointment option from said contact list; canceling said scheduled 
appointment of said at least one client; and placing said cancelled appointment in said 
appointment list. Official notice is hereby taken to the effect that it was well known to one of 
ordinary skill in the art, at the time of the invention, to remove said selected at least one 
appointment option from said contact list. It was well known for working scheduling systems to 
have some method of tracking the appointments that it has already booked to avoid double 
booking clients. Usually as soon as an empty slot is filled it is removed from the list of available 
appointments so that it cannot be issued to a second client; this constitutes the type of basic 
functionality that can be found in almost any effective scheduling program. 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention, to further modify the method of Kagami to include the limitation of removing said 
selected at least one appointment option from said contact list, in order to keep the database of 
available appointments as current as possible, which in turn would minimize the occurrence of 
double-bookings and increase the efficiency of the system in general. 

With respect to the remaining two limitations of claim 9, Waytena discloses a method 
comprising: 
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• canceling said scheduled appointment of said at least one client (see paragraphs 16-17 
wherein patrons are able to cancel their reservations); and 

• placing said canceled appointment in said appointment list (see paragraph 16 wherein 
canceled appointments are released back into the appointment list). 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention, to further modify the method of Kagami to include the steps disclosed by Waytena in 
order to keep the database of available appointments as current as possible. This would increase 
the efficiency of the scheduler by allowing it to fill recently canceled, empty appointments as 
soon as they become available, predictably resulting in a far more dynamic and useful 
embodiment of the invention. Since such modifications could have been performed readily and 
easily by any person of ordinary skill in the art, with neither undue experimentation, nor the risk 
of unexpected results, the modifications have been deemed obvious. 

Conclusion 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Adrian J. McPhillip whose telephone number is (571)270-5399. 
The examiner can normally be reached on Monday to Thursday 7:30 - 5:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Beth Boswell can be reached on (571)272-6737. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/A. J. M./ 

Examiner, Art Unit 3623 

9/24/2009 

/Beth V. Boswell/ 

Supervisory Patent Examiner, Art Unit 3623 



